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Amendments to the Patent Act and Utility Model Act

(enforceable as of July 1, 2007)
I. DEADLINE FOR SUBMISSION OF CLAIMS

Under the old Patent Act and the old Utility Model Act, the claim(s) had to be submitted to the Korean Intellectual Property Office (“KIPO”) together with the specification when the application is filed. 

However, under the amended Patent Act and the amended Utility Model Act, the claim(s) may be submitted to the KIPO later.  Therefore, it is possible for the applicant to file the application without the claim(s) and to submit the claim(s) within 18 months from the application date. 

Even though it is possible to defer the submission of the claim(s) for up to 18 months from the application date, the claim(s) should be filed before the filing of the Request for Examination.  Therefore, in the case where the application has been filed without the claim(s), in order to file the Request for Examination, the claim(s) should be filed together with the filing of the Request for Examination. 

A third party may file the Request for Examination instead of the applicant.  If a third party files the Request for Examination, then the KIPO will notify the applicant, and the applicant should submit the claim(s) to the KIPO within 3 months from the date of receipt of such Notice from the KIPO.  Even in such case, the claim(s) should be submitted within 18 months after the application date.  Accordingly, an applicant must submit the claim(s) within 18 months after filing the application even if three months have not elapsed after receiving the Notice that a third party filed the Request for Examination.
If the applicant fails to submit the claim(s) in time, the application itself will be regarded as abandoned. 

In the case of an application claiming priority under the Paris Convention, the claim(s) should be submitted within 18 months from the priority date, not from the application date in Korea.   

In the case of the Korean national phase application of the PCT application claiming a priority under the Paris Convention, if the Korean national phase is entered close to the 31-month deadline, 18 months could have already elapsed from the priority date by the time the Korean national phase is entered.  In such case, the claim(s) should be submitted at the time of filing the Korean national phase application, notwithstanding the amended Patent Act.

II. MEANS-PLUS-FUNCTION CLAIM 
Under the old Patent Act and the old Utility Model Act, the claim(s) should be described to define only the features indispensable for the constitution of the invention.  Therefore, claim(s) containing a functional term or means-plus-function claims were not permissible. 

Under the amended Patent Act and the amended Utility Model Act, however, the claim(s) may describe the constitution, method, function, substance or the combination thereof.  Accordingly, it is now permissible to define the constitution of a claimed invention using functional expressions or to use mean-plus-function claim(s). 
III. ADDITIONAL OPPORTUNITY FOR AMENDING SPECIFICATION AND CLAIM(S) DURING INVALIDATION TRIAL  

In Korean, a patentee may file an Amendment of the specification and the claim(s) in order to avoid the invalidation of the patent right during the Invalidation Trial.  Under the old Patent Act and the old Utility Model Act, the patentee was given only one opportunity to submit such Amendment during an invalidation trial.  In other words, an Amendment could only be submitted before the deadline for filing the first response in an invalidation trial, notified by the Intellectual Property Tribunal (“Tribunal”) of the KIPO. 
The claimant in an invalidation trial may raise additional arguments regarding the invalidity of the patent and submit additional evidence, but when the claimant submits such additional arguments or evidence during an invalidation trial, the patentee was not provided with an opportunity to submit an amendment of the specification and the claim(s) in response to such argument or evidence. 
Under the amended Patent Act and the amended Utility Model Act, if a claimant in an invalidation trial submits additional arguments or evidence during such invalidation trial, the Tribunal will provide the patentee with another opportunity to submit an additional amendment of the specification and/or the claim(s). 
In other words, the patentee is now guaranteed an additional opportunity to amend the specification and/or the claim(s) even when the claimant in an invalidation trial submits additional arguments or evidence. 
IV. CHANGE OF ALLEGEDLY INFRINGING INVENTION IN TRIAL TO CONFIRM THE SCOPE OF PATENT RIGHT

In order to obtain an official decision of the Tribunal as to whether the allegedly infringing invention falls within the protective scope of a patent right, the patentee or an interested party may file a trial to confirm the scope of a patent right.  When the trial for the confirmation of the scope of a patent right is filed, the party who filed the trial should submit a specification to specify the constitution of the allegedly infringing invention.
Under the old Patent Act and the old Utility Model Act, after the patentee filed the trial for confirmation of the scope of a patent right, it is not allowable to amend or change the allegedly infringing invention.   Therefore, if the respondent later claims that the invention he practices is not the invention specified by the patentee but a different invention, the patentee could not change the allegedly infringing invention he initially specified, and thus, the trial had to be rejected.  The patentee would then have to initiate another confirmation of scope trial, specifying the different invention which the respondent in the previous trial claimed to be the invention that he practiced. 
Under the amended Patent Act and the amended Utility Model Act, however, if the respondent claims that the invention he practices is different the allegedly infringing invention specified by the patentee, the patentee will be able to change the subject invention to make it identical with the invention which the respondent claimed to be the one that he practiced. 

V. INVALIDATION TRIAL FOR PATENT RIGHT  

After the registration of the patent right, one may file an opposition to the allowance of a patent with the KIPO within 3 months after the official patent gazette is published.  After 3 months from the date of the publication of the official patent gazette, an interested party may file not an opposition but an invalidation trial to invalidate a patent right with the Tribunal. 

Under the amended Patent Act and the amended Utility Model Act, the opposition system is replaced by the invalidation trial.  Therefore, one may file an invalidation trial, but not an opposition, even within 3 months after the publication date of the official patent gazette.   Within 3 months after the publication date of the official patent gazette, anyone including those who have no interest in the subject patent may file an invalidation trial.  However, after 3 months have passed from the publication date of the official patent gazette, only an examiner of the KIPO or an interested party may file an invalidation trial.  
VI. CHANGE IN DESIGN REGISTRATION SYSTEM WITHOUT SUBSTANTIVE EXAMINATION  

Under the Korean design registration system, there were two types of design registrations, depending on the subject article thereof: one was a design registration with a substantive examination and the other was a design registration without a substantive examination.  

Under the design registration system with substantive examination, the subject design of a design application were required to meet three essential requirements – industrial applicability, novelty and creativity for the registration of the design.   

Otherwise, under the design registration system without substantive examination, the design applications were not subject to examination regarding novelty and creativity. 

However, under the amended Design Act, even under the design registration system without substantive examination, the design application will be subjected to examination regarding creativity.  Therefore, if the subject design of a design application could be easily created by an ordinary skilled person from a shape, pattern or color or a combination thereof widely known in Korea, such design could not be granted a design right. 

The subject article of the design registration without substantive examination was restricted to ones that are specially defined by the Decree of the Design Act.  Examples of such articles of the design registration without substantive examination are clothing, curtains, mattresses, etc.

Amendments in the Korean Trademark Act

(enforceable as of July 1, 2007)
I. Broadening Scope of Protection

The amendment increases the types of trademarks available for registration by broadening the definition of a “trademark” and includes visually-perceptible marks such as single color marks, holograms and motion marks.  As you may know, the amendments in 1995 and 1997 expanded the scope of protection for trademarks to signs made up of a combination of colors and three-dimensional shapes. 

An applicant trying to register a hologram or motion mark needs to submit one to five photographs showing the relevant still frames and explanatory documents.  To register single-color or combination-color marks, the applicant may provide evidence that the marks have acquired distinctiveness. 

Although the amendment came into force and thus it has broadened the scope of protection for marks, it is still not possible to register non-visual marks such as sound or scent marks.  This is because the Korean Intellectual Property Office has not put in place the technical means to accept evidentiary samples of such marks, and furthermore, it does not have the capability to arrange for their publication.  Therefore, in order for the sound and scent marks to be protected in Korea completely, further amendments are required to be made in the TMA.

II. Strengthening of Protection for Well-known Marks

Under the amendment to the TMA in 1997, provisions prohibiting the registrations of trademarks that imitate other parties’ well-known marks were introduced.    The provisions indicate that a mark should be “conspicuously” recognized by consumers and the standard of the recognition of the well-known status of a mark is very strict.  Consequently, a considerable number of imitation marks have been granted registration in Korea where the owner of the mark failed to prove that its mark is well known.  

To ensure that the rights of owners are properly protected, the provisions prohibiting the registration of imitation marks have been further amended by this amendment.  According to the amendment, the standard requires that a mark may simply be “recognized” by consumers as a particular party’s mark and not “conspicuously recognized.” 

III. Protection of First-to-Use Rights

In addition to relaxing the interpretation of what constitutes a recognized mark, the amendment also enhance protection for marks first in use in Korea, but which are not well known.   

Previously, Korea adopted a strict first-to-file system, and under this system, the first person to register a mark in Korea obtained the rights in that mark, notwithstanding the fact that another party may have started to use the mark in Korea prior to the registration.  The genuine owners of the mark which is well-known or famous in and outside of Korea had some recourse under the old system to challenge a third party registration of an imitation mark, but the owners of the mark who failed to establish the well-known status or fame of their marks could not. 

Under the amended TMA, if a mark that is identical or confusingly similar to a third party’s registered mark, but that had been used before the third party’s registered mark was applied for, then the party which first used such mark may continue using the mark.  

However, in order to meet the foregoing requirement, the party who has first used the mark, but not registered, should have used the mark without any intention of unfair competition, and its unregistered mark should have been recognized among consumers as an identifier of its goods or services at the time of filing the third party’s registered mark. 

IV. Extension of Opposition Period

The amendment extends the opposition period from thirty (30) days to two (2) months from the date of publication.  Historically, the opposition period has been kept short in Korea as a way of expediting the registration process because of the lengthy timeframe for substantial examination.  

V. Widen Choice for Change to Marks

The amendment allows applicants to alter their application for a trademark to a service mark or a collective mark.  The previous system permitted only alteration between trademarks and service marks.  Therefore, where an applicant made an error in its application, it would have to file a fresh application.   However, the amendment gives the applicant a chance to correct errors quickly and more cost-effectively. 

VI. Extension of Filing Priority Period in Cancellation Action based-upon Non-use

Before the amendment, the petitioner of a cancellation action against a trademark/service mark registration based on non-use has an exclusive filing priority of three (3) months from the cancellation date of the registration in case the petitioner obtains a favorable result in the cancellation action.  However, the period under the amended TMA is extended to six (6) months.   This is to eradicate the loophole which existed under the old cancellation action system and to strengthen the beneficial rights of the petitioner in a non-use cancellation action.

VII. Expiration of Trademark Right of Legal Entity under Liquidation

The amendment newly adopts an expiry system of a registration.  If the owner of a mark is liquidated, the owner of the mark should record an assignment of the mark by the registration date of the finalization of liquidation.  If not, its registration shall be regarded as expired as of the day immediately following the registration date of the finalization of liquidation.

Amendments to the Copyright Act

(enforceable as of June 29, 2007)

I. Introduction of Copyright Authentication System

Article 56 of the amended Copyright Act introduces a copyright authentication system under which the agency designated by the government authenticates the copyright upon the request of the copyright owner.  Article 36 of the amended Enforcement Decree of the Copyright Act provides that agencies meeting certain requirements concerning its ability to process applications and issue authentication certificates, compensate losses, maintain necessary facilities and equipment, etc., may apply for designation by the Ministry of Culture and Tourism and provide authentication services upon such designation.  This amendment is aimed at establishing order in the distribution of copyrighted materials.

II. Reproduction of newspaper articles or editorials on current events

Article 27 of the amended Copyright Act provides that articles or editorials in newspapers, on-line newspapers, news communication systems, etc., dealing with current events may be freely reproduced or distributed by other mass media companies, provided, however, that the particular article or editorial does not indicate that such use is prohibited. 

III. Request to on-line service providers

Articles 103 and 104 of the amended Copyright Act provides that requests for prohibition of copyright infringement and technical protection measures may be made to on-line service providers in certain formats prescribed by the Act.  Under the foregoing provisions, any party which claims that its copyright or any other right under the Copyright Act is being infringed may request on-line service providers to cease providing such copyright infringing materials, and on-line service providers would be required to comply with such request.  If, however, the party which reproduces or transmits the relevant material claims that it has a legitimate right to do so and requests that the on-line service provider resume the relevant services, the on-line service provider should comply with such request.  The copyright owner or the party which reproduces or transmits on-line materials who requests the on-line service provider to cease or resume services without legitimate rights to do so would be responsible for the losses incurred as a result of his request.

The foregoing provisions were introduced as it became evident through a number of court decisions such as the “SORIBADA” case (involving one of the largest provider of on-line musical contents in Korea), that the interests of copyright owners were being unduly damaged by the p2p (peer-to-peer) transmission of on-line contents and copyright owners needed recourse under law.  Under the amended Copyright Act, copyright owners would be able to better protect their copyrights by compelling the on-line service providers to prohibit its users from unauthorized downloading of their copyrighted materials from the Internet.

IV. Exception to requirement of complaint

In principle, the offense of copyright infringement is subject to complaint filed by others.  However, Article 140 of the amended Copyright Act provides that repeated copyright infringement for purposes of earning profit may be punished without requiring complaint filed by others.

Amendments to the Computer Program Protection Act
(enforceable as of April 4, 2007)

I. Extension of registration period
Article 24 of the amended Computer Program Protection Act provides that computer programs which have been created more than one year ago may still be registered.  As the creation date would not be presumed for such materials, however, the copyright owner would be required to bear the burden of establishing the creation date.

II. Enhanced penalty for infringement

Under Article 46 of the amended Computer Program Protection Act, the highest penalty for infringement of copyrights in computer programs would be imprisonment of five years, while the highest sentence under the old Act was imprisonment of three years.






















