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PATENT LITIGATION IN KOREA

1. SOURCES OF LAW

Since the Korean legal system is based primarily on codified law, the Patent Act is the principal source of substantive law governing patents, and the Code of Civil Procedure and Rules of Civil Procedure are the principal sources of law and regulation governing the procedural aspects of patent litigation in Korea.  The Civil Enforcement Act is also the source of law governing provisional relief, including preliminary injunctions, in connection with patent infringement.
In Korea, prior court judgments, such as decisions and orders, do not have legally binding effect on the courts.  Courts are theoretically free to render judgments that are contrary to prior court judgments.  However, the prior judgments of higher courts, especially those of the Supreme Court, substantially function as a source of law for lower courts in that lower courts hesitate to render judgments that contradict rulings established by the higher courts and that are thus likely to be overruled at the higher court level.  In this context, it can be said that prior court judgments are also sources of law (i.e., case law).
The protection of patents in Korea has been strengthened due to international agreements.  Korea is a member of major international agreements that aim to create an internationally integrated patent system, including:
(1) Paris Convention for the Protection of Industrial Property;
(2) Patent Cooperation Treaty;
(3) WIPO Treaty; and
(4) WTO/TRIPS Agreement.
If there are specific provisions relating to patents in a treaty, such provisions basically prevail over the provisions of the Patent Act
.

2. COURT SYSTEM

2.1 Courts and Judges
In general, a litigation case, including a patent infringement case, is first tried in a district court, and the judgment of the district court can be appealed to a high court and then to the Supreme Court.

At the district courts and high courts, there are panels (consisting of three judges) that specialize in patent infringement cases.  In particular, at the Seoul Central District Court and Seoul High Court, which have jurisdiction over the metropolitan capital region with high frequency of patent infringement cases
, there are internal court researchers that support the judges that specialize in patent infringement cases, in the fields of chemical and electrical engineering.  Most of the court researchers are former patent examiners from the Korean Intellectual Property Office (the “KIPO”).

At the Supreme Court, there are research judges that specialize in patent infringement cases and internal court researchers in the fields of chemical and electrical engineering that support the Supreme Court Justices.  The court researchers of the Supreme Court are also former patent examiners from the KIPO.

In this regard, the Intellectual Property Tribunal (the “IPT”) of the KIPO reviews, among others, patent invalidation cases and appeals from the final rejection of patent applications.  If a party to a case before the IPT disagrees with its decision, such party may file a revocation suit with the Patent Court.  If a party to the appeal before the Patent Court disagrees with the decision of the Patent Court, such party may file an appeal with the Supreme Court.  At the Patent Court, judges are also supported by court researchers that are former patent examiners from the KIPO.

However, as explained above, the Patent Court reviews only appeals from the decisions of the IPT and does not have jurisdiction to review patent infringement cases.  In this regard, there is a recent movement, centered around patent attorneys, to concentrate appeals from the judgments of district courts concerning patent infringement cases in the Patent Court.

The Seoul Central District, Seoul High Court, the Supreme Court and the Patent Court enjoy high credibility with respect to their expertise in and review of patent cases, due to their judges and court researchers that specialize in such cases.  However, for other courts, even if they have judges that specialize in patent infringement cases, as they do not handle many patent infringement cases and do not enjoy the support of court researchers, it would be difficult to state that they have expertise in their reviews and decisions in patent infringement cases.  Due to such reason, as described above, there is a movement to concentrate patent infringement case appeals in the Patent Court.

2.2 Influence of Opinions of Other National or Foreign Courts that Issued Decisions in Similar Cases

In principle, as mentioned in Section 1 above, the courts are not legally bound by prior court decisions.  However, in practice, the precedents of higher courts, especially those of the Supreme Court, substantially function as a source of law for lower courts in that lower courts hesitate to render judgments that contradict rulings established by the higher courts and that are thus likely to be overruled at the higher courts.  Foreign court decisions in similar cases would not be considered by Korean courts because of the territoriality principle. However, those decisions can be considered by Korean courts as reference materials.  In some cases, we have experienced that foreign court decisions (especially, foreign court decisions concerning the validity of patents) function as important reference materials.
2.3 Invalidity Actions
The Patent Act grants the IPT the authority to determine patent invalidity.  In order to invalidate a patent, one is required to file a complaint with the IPT requesting a trial for invalidation. 


As described in Section 2.1, if a party disagrees with the decision of the IPT (trial decision), such party may file a revocation lawsuit with the Patent Court, and if such party disagrees with the decision of the Patent Court, such party may file an appeal with the Supreme Court.


In this regard, a civil court may not declare patent invalidity.  However, it may review and make decisions on whether a patent is lacking in novelty or non-obviousness.  If a patent is found to be lacking in novelty, or if a patent is found to be clearly lacking in non-obviousness, a civil court would refuse to recognize the exercise of rights associated with such patent and dismiss the relevant patent infringement claim.  In such case, however, if an action is pending before the IPT or the Patent Court in connection with the invalidity of such patent, the civil court may also stay the patent infringement case until the action before the IPT or Patent Court is concluded.


Furthermore, in order to promote proper decisions of the IPT, the Patent Court, the Seoul Central District Court and the Seoul High Court in patent invalidity action and patent infringement litigation, they frequently exchange relevant information on an unofficial basis.

2.4 Attorney-at-Law (Byonhosa) and Patent Attorney (Byonrisa)
In Korea, there are effectively two types of legal representatives that handle patent matters for clients, “attorney-at-law” (Byonhosa) and “patent attorney” (Byonrisa).  A Byonhosa is a person who has passed the bar examination and is registered with a bar association, and a Byonrisa is usually a person who has passed the patent bar examination and is registered at the Korean Patent Attorneys Association (KPAA).

A Byonhosa can represent parties before courts in patent infringement litigation. A Byonhosa is also allowed to appear before the KIPO concerning prosecution of patent applications.  A Byonrisa can act as a representative for prosecution matters, including filing appeals of decisions of the IPT with the Patent Court, and filing appeals of decisions of the Patent Court with the Supreme Court. 

However, in general, both Byonhosa and Byonrisa would jointly handle patent infringement litigation.  Although a Byonrisa may not enter oral pleadings in the main hearing of a civil court, in practice, a Byonrisa may attend preliminary hearings and assist the Byonhosa with the permission of the court.

2.5 Language of Proceedings 

Court proceedings are carried out in the Korean language.  If a person participating in the court proceedings is not familiar with Korean, such as an expert witness from a foreign country, an interpreter is required.  When presenting documentary evidence which is written in a foreign language, a translation into Korean needs to be attached.

3. SUBSTANTIVE LAW
3.1 Assessment of Patent Infringement 
A patentee has an exclusive right to work the patented invention commercially,
 and therefore unauthorized commercial working by a third party of a patented invention constitutes patent infringement. The following definitions of “working” is provided in order to clarify the scope of the patent right
:

(1) in the case of an invention of a “product,” acts of manufacturing, using, assigning, leasing, importing or offering (which includes exhibition) for assignment or lease of, the product;

(2) in the case of an invention of a “process,” acts of using the process; and

(3) in the case of an invention of a “process of manufacturing a product,” acts of using, assigning, leasing, importing or offering (which includes exhibition) for assignment or lease of, the product manufactured by the process, in addition to the acts mentioned in Paragraph (2).

The protection of a patent right is limited to the technical scope of the claimed invention of the patent.  In other word, the technical scope of a claimed invention of a patent is the scope in which an act can constitute patent infringement.  Therefore, it is critical in patent infringement litigation to determine the technical scope of the claimed invention of the patent (“claim construction” or “claim interpretation”).

The technical scope of a patented invention is determined on the basis of the statements of the patent claim.
  The meaning of a term or terms of the patent claim is interpreted in the light of the statements in the specifications, and also from the drawings, if the meaning is not clear from the patent claim.  Namely, determination of the technical scope cannot deviate from the statements of the patent claim.  In addition, the technological level at the time of the filing must be taken into consideration in determining the technical scope of an invention.  Also, documents which were exchanged between the applicant and the KIPO examiner during the filing procedure have great significance in determining the scope (‘file wrapper estoppel’).

3.2 Doctrine of Equivalents
As in many other countries, Korean courts have ruled that the scope of patent protection can be extended beyond the literal wording of the claim to cover a technological idea that can be regarded as equivalent even if the product in question does not literally infringe the patent (“doctrine of equivalents”).

The Supreme Court decision in the Ciprofloxacin Patent case (Case No. 97 Hu 2200; July 28, 2000) affirmed the doctrine of equivalents and laid down the four requirements for application of the above doctrine.  The Supreme Court clearly states that, even if there is a part that is different from the allegedly infringing product in the composition of the claim, it is covered by the technical scope of the patented invention as an equivalent when:

(1) the objective or the purpose of the invention can be achieved and the same effect can be obtained even if that part were replaced;

(2) that replacement could be easily arrived at by a person skilled in the art;

(3) the allegedly infringing product was not identical to a publicly-known technology at the time of filing or could not be easily conceived of by a person skilled in the art at the time of the filing; and

(4) there are no special circumstances, such as that part being intentionally excluded from the claim during the filing procedure.

3.3 Defenses Available to Alleged Infringer
In most patent infringement cases, an alleged infringer would argue that:

(1) the accused product or process does not fall within the technical scope of a claimed invention (“non-infringement”); and/or

(2) there are grounds for invalidation of a patent (“invalidity defense”).

In addition, even when an act formally seems to constitute patent infringement, other defenses are sometimes recognized by the courts, for example:

(1) after a product relating to a patent is lawfully distributed by a patentee or an authorized licensee, the effect of the patent does not extend to such product afterwards (“exhaustion doctrine” or “first sale doctrine”); and

(2) the right to demand compensation for damages concerning patent infringement lapses by prescription if not exercised (“extinctive prescription” or “statute of limitations”):

(a) within three years of the time when a right holder became aware of such damages and of the identity of the person who caused it or

(b) within 10 years from the act of infringement.

3.4 Enforcement of Patent and Antitrust Violation

In Korea, there has been no court decision or statutory law ruling that a violation of the Monopoly Regulation and Fair Trade Act by a patentee constitutes a defense against patent infringement, as is often the case in U.S. courts (“patent misuse defense”).  However, there is a possibility, under the abuse of rights doctrine, that Korean courts would deny enforcement of a patent if granting such enforcement would result in a serious violation of the above Act.

3.5 Grounds for Invalidation of Patents
A patent is invalidated if it:

(1) is granted with an inadmissible amendment;

(2) is granted contrary to Article 25 (enjoyment of rights by foreigners), Article 29 (patentability of inventions), Article 32 (unpatentable inventions), Article 44 (joint applications) or Article 36 (first-to-file rule);

(3) is granted contrary to the provisions of a treaty;

(4) includes insufficient disclosure or a deficiency in the description of the claim;

(5) is filed by a person who is not the inventor and has not succeeded to the right to obtain a patent for the invention concerned;

(6) is a patent where, after the grant of the patent, the foreigner owning the right becomes no longer eligible to enjoy the right or the right becomes no longer compliant with the treaty; or
(7) has an inadmissible correction.

3.6 Amendment of Patent Claims during Lawsuit

Since a patent right becomes fixed upon registration, the specification can only be changed by requesting a trial for correction
 or simply requesting a correction
 with the IPT, not with a court.  The matters subject to correction in both procedures are limited only to:

(1) the restriction of a claim or claims;

(2) the correction of errors in the description; and

(3) the clarification of an ambiguous description.

3.7 Laches, Equitable Estoppel and Inequitable Conduct
As mentioned above, the right to claim damages lapses by prescription if not exercised within, as applicable, three years or 10 years (“extinctive prescription” or “statute of limitations”).  However, there are no defenses, based on laches or equitable estoppel, as is often seen in U.S. courts, even when a patentee delays filing suit for a long time, except for the circumstance where the patentee implicitly grants a license to use its patent to the alleged infringer.  Also, in Korea, there is no defense like the doctrine of inequitable conduct in the U.S., and therefore the fraud of a patentee during prosecution with an examiner of the KIPO would not be grounds for unenforceability of a patent.  However, the patentee may be subject to imprisonment up to three years or fine up to 20,000,000 Korean Won (approximately US$22,000) if the patentee obtained the patent through fraud during prosecution with an examiner of the KIPO.

3.8 Patent Infringement and Unfair Competition based on Same Set of Facts

The Unfair Competition Prevention and Secret Protection Act protects trade secrets against unauthorized use or disclosure by providing injunctive and monetary relief to owners of trade secrets.  However, a patent holder usually cannot claim both patent infringement and trade secret infringement, because a trade secret which was open to the public as a result of the issue of a patent is no longer protected under the above Act.

The above Act also protects famous business indication, such as a mark and appearance of goods.  Thus, if a product which infringes a patent has the same indication of the goods of the patent holder, it is possible for the patent holder to claim both patent infringement and unfair competition concurrently.

4. PARTIES TO LITIGATION
4.1 Plaintiffs
Not only a single patentee, but a joint owner of a patent can seek an injunction against and compensation for damages from a patent infringer regarding his/her own share of the patent. Further, patent licensees can be plaintiffs to seek statutory remedies against the infringer of a patent.  A patent licensee is generally classified into one of three categories:

(1) registered exclusive licensee;

(2) non-registered exclusive licensee; or

(3) non-exclusive licensee.

A registered exclusive licensee, the license of which must be registered in the Patent Register at the KIPO in order to take effect, is granted a right to bring a law suit seeking an injunction and compensation for damages under the Patent Act.  A non-registered exclusive licensee can claim damages incurred by itself from infringers without the license being registered. However, court decisions and theories are not unified with regard to whether or not a non-registered exclusive licensee can demand an injunction in subrogation of a patent owner.  Neither the Patent Act nor court precedents have granted a non-exclusive licensee the right to seek an injunction against or compensation for damages from a patent infringer.

4.2 Declaratory Judgments on Non-Infringement
A patentee sometimes sends a cease and desist letter to an alleged infringer, including its customers, without reliable or definite facts proving the infringement. In such case, the alleged infringer is able to file a law suit to obtain a declaratory judgment for non-infringement.

Furthermore, the alleged infringer may file a request for confirmation of scope of rights with the IPT, in order to obtain a declaratory decision that its technology or skill does not fall within the scope of rights of the relevant patent (i.e., it does not infringe the relevant patent).  Although the decisions of the IPT, the Patent Court or the Supreme Court on the confirmation of scope of rights do not legally bind the civil courts that handle patent infringement litigation, the civil courts would generally consider such decisions as valuable reference materials.

4.3 Defendants
In principle, the defendant in a patent infringement case should be the person or entity who conducted the act of commercially working the entire patent claim (“direct infringement”).  Directors, officers, or a parent company of a company that conducted the act of commercially working the patent will not be liable for patent infringement in principle.  However, directors and officers can be subject to criminal liability if they are involved in direct patent infringement as discussed in Section 5.2.
In addition to direct infringement, certain acts are deemed to be infringements because they are preliminary or contributory acts of infringement (“indirect infringement”). The following acts are defined as indirect infringement:

(1) acts of manufacturing, etc., an article to be used exclusively for the manufacture of the product in the course of trade in the case of a patent for an invention of a “product;” and

(2) acts of manufacturing, etc., an article to be used exclusively for the working of the process in the course of trade in the case of a patent for an invention of a “process.”
4.4 Addition or Subtraction of Parties during Lawsuit

In principle, after the initiation of a lawsuit, the plaintiff may not add or subtract another plaintiff or defendant at its discretion.  However, the parties may be added or subtracted in the following case.

Under the CCP, the courts may order the combination of oral arguments for a case in which different parties are involved.  Therefore, when a plaintiff of the pending lawsuit brings another lawsuit against another infringer, or when another right holder, such as a co-owner of the patent, brings a law suit against a defendant of the pending law suit based on the same patent, the procedure would become consolidated if the court orders a combination of oral arguments.  On the other hand, a plaintiff may voluntarily dismiss a lawsuit against any defendant at any time before the defendant files an answer with the court, but only with the defendant’s consent after the defendant has filed an answer with the court.

5. ENFORCEMENT OPTIONS

5.1 Options of Patent Holder

In connection with patent infringement, not only civil remedies, including an injunction and compensation of damages, but also other remedies, such as criminal penalties and alternative dispute resolutions, such as conciliation and arbitration, are available to a patentee, as described in more detail below.

5.2 Criminal Proceedings

Criminal proceedings are available.  Any individual who has infringed a patent right can be liable for imprisonment with labor not exceeding seven years or for a fine not exceeding 100,000,000 Korean won.
  Furthermore, where an officer representing a company or a representative, employee or any other servant of a company has infringed a patent right with regard to the business of the company, in addition to the offending individual, the company is liable for a fine not exceeding 300,000,000 Korean won.

5.3 Border Measures

Border measures are not available for patent infringements although they are available for trademark or copyright infringements.

5.4 Alternative Dispute Resolution (ADR)

In Korea, there are two types of alternative dispute resolution (“ADR”) procedure: conciliation and arbitration.  These ADR procedures, however, are not frequently used for patent infringement cases since the court system for the protection of patents in Korea works well in terms of the speed of litigation and reliability of the judgments of the special intellectual property divisions of the Seoul Central District Court and the Seoul High Court. The procedures for conciliation and arbitration in Korea can be briefly summarized as follows.

If a dispute has arisen in respect of patent infringement, the party concerned may file an application for conciliation with the court.  In a conciliation procedure, the conciliation committee, which is composed of two or three civil conciliation members,
 hears the case, and if an agreement is reached between both parties in the conciliation and is stated in the protocol, it is deemed that a conciliation has been formed and such statement has the same effect as a judicial compromise
. 

In an arbitration procedure, the parties concerned conclude an arbitration agreement, and arbitrators hear the case.  Although an arbitral award has the same effect as a final and conclusive judgment, a party seeking enforcement based on the arbitral award is required to apply to a court for an enforcement decision
.  Arbitral awards only affect the parties to an arbitration award declaring a patent invalid.  That is, the KIPO does not recognize or enforce an arbitral award declaring a patent invalid.

6. PROCEDURES IN CIVIL COURTS
6.1 Format of Patent Infringement Proceedings

Patent infringement litigation is commenced by a plaintiff filing a complaint with a civil court.  A complaint must contain a specific allegation of the fundamental facts and of the substantial evidentiary facts, and the plaintiff is required to attach to the complaint such basic materials as copies of the material documentary evidence.

Once a complaint and summons are served, the defendant is required to file an answer with the court and attach copies of the material documentary evidence to the answer.  Then, the judge holds a preliminary hearing for both the plaintiff and defendant about once a month at a courtroom or a meeting room to sort out disputed issues after studying briefs submitted by the plaintiff and defendant.

The process of patent infringement litigation is divided into two stages:

(1) the first stage, where the court examines whether the accused product infringes the patent; and

(2) the second stage, where the court examines the amount of damages.

In the first stage, the specifications of the accused product, the ascertaining of the technical scope of the patent and the comparison of the structural requirements of the patent with the accused product are performed.  If after hearing arguments and evidence from the parties the judge reaches a conclusion in favor of the defendant, the judge may not move the case to the second stage and may close the trial.  On the contrary, if the judge reaches a conclusion in favor of the plaintiff, the judge often discloses the conclusion to the parties and makes a suggestion for a settlement.  The judge often sets several dates for settlement, suggesting appropriate terms and persuading the parties to make concessions.  If the parties do not reach a settlement, the judge may move the case to the second stage.  However, even in such case, the civil court would almost never issue an interlocutory judgment in order to conclude the first stage.

6.2 No Jury System
As no jury system exists in Korea, the judges alone hear all the arguments and evidence.  At the district courts, cases are usually heard by either a panel of three judges or a single judge.  A panel of three judges hears most patent infringement law suits, as intellectual property lawsuits are generally believed to be difficult.

In Korea, it is uncommon for judges handling a patent case to have scientific or technical backgrounds.  In order to understand the technical issues better, the judges of the Seoul Central District Court and the Seoul High Court can obtain support from court researchers, who are technical experts (e.g., former examiners of the KIPO), especially when they come across highly complex and technical issues. 

6.3 Documents, Affidavits, Witnesses and/or (Court-Appointed or Private) Experts

In patent infringement litigation, a variety of evidentiary documents are submitted to the court, ranging from technical publications and experiment reports to affidavits of expert testimony.

With regard to experts, the parties usually ask private experts for affidavits, but the court also may designate an independent expert if considered necessary.

While the taking of testimony of witnesses or parties is commonly conducted in civil law suits, the examination of witnesses is not common in patent infringement law suits. The judge often reaches a conclusion based solely on documents submitted by the parties in patent infringement cases.

6.4 Pre-Trial Discovery 

There are some statutory means for obtaining evidence from an adverse party or third parties in Korea, although there is not as strong a discovery procedure as in the United States.

First, the party may file a motion for an examination, and preservation of the results of such examination, prior to filing a law suit.  The requirement for this evidence preservation motion is that it would be too late to conduct an appropriate examination of evidence if the court were to wait for the scheduled presentation of evidence at court
.  However, the courts in fact often deny these motions unless the necessity is fully established, because it would likely inflict irreparable harm on the defendant, as trade secrets of the defendant may become known to the other side. 

Second, during a law suit, the court may, upon a request of a party, order the other party to produce documents necessary for the assessment of the damages caused by the infringement.
  However, submission of documents can be refused when there is a legitimate reason, such as a trade secret.  In addition, the court may also request a public institution, school, other organizations and individuals and foreign public institutions to conduct an investigation or to deliver copies (including certified copies) of documents that are required for the lawsuit in their possession with regard to their business.

6.5 Level of Proof Required for Establishment of Infringement or Invalidity

The standard of proof does not have to be beyond all doubt, but it is required to satisfy a high probability.

6.6 Timeframe for Patent Infringement Proceedings

In general, a patent infringement proceeding would require between six months to one year at the trial court level, between six months to one year at the appellate court level and between four months to two years at the Supreme Court level.  If an invalidity issue is raised or if a demand for damages is included in addition to the issue of patent infringement, the time frame for the proceeding may be increased by between six months to one year at each level.

In particular, if an action is pending before the IPT or the Patent Court in relation to the invalidity issue, the patent infringement proceeding may be stayed until the conclusion of such action, and in such case, the proceeding may require approximately one additional year.  There is no special procedure to expedite this process.
7. FINAL REMEDIES
7.1 Available Remedies

There are three types of civil remedies for patent infringement, namely:

(1) the right to demand an injunction;

(2) the right to claim damages; and

(3) the right to recover business reputation.

With regard to injunctive relief, a patentee may require a person or entity who is infringing or is likely to infringe the patent to discontinue or refrain from such infringement. Furthermore, a patentee may demand the destruction of articles by which an act of infringement was committed, the removal of the facilities used for the act of infringement, or other measures necessary to prevent the infringement.  Even if the defendant has not yet started to manufacture or sell the infringing product, the patentee may seek an injunction where an infringement is likely to be committed.

7.2 Injunction against Infringer’s Suppliers or Customers

Even if a patentee obtains a final injunction against future infringement, it is not effective against the infringer’s suppliers or customers.  However, it is possible to separately obtain a final injunction against suppliers and customers who are working a patented invention “commercially” (or “in the course of trade”).

7.3 Monetary Remedies

In order to claim damages, a patentee must basically prove three requirements, namely:

(1) the infringer was willful or negligent in the act of infringement;

(2) the amount of damages incurred by the patentee, and

(3) the causation between the act of infringement and the damages.

To alleviate the patentee’s burden on claiming damages, there are statutory presumptions in the Patent Act.  First, negligence of the infringer is presumed.
  The second presumption relates to the damages. Although punitive damages are not permitted in Korea, there are special provisions regarding the presumption of the amount of damages.  The amount of damages is presumed to be the sum of money obtained by multiplying the quantity of the infringing products by the unit profit that could have been gained by the patentee.
  The profits gained by the infringer through the act of infringement are presumed to be the amount of damages.
  Furthermore, damages can be presumed to be equal to the amount of royalties receivable to the patentee at the minimum.

If it is extremely difficult to prove the facts which are necessary to support the amount of damages in view of the nature of the involved facts, courts may determine a reasonable amount of damages based upon a review of all the arguments and results of examination of evidences.

8. PRELIMINARY RELIEF
8.1 Preliminary Injunction
A preliminary injunction is available to a patentee to stop infringement when it is necessary to avoid substantial damages or imminent danger on the side of a patentee.
  The necessity is determined taking into consideration the specific circumstances of each particular case. Although a preliminary injunction is usually a good way for a right holder to obtain fast relief for infringement, motions for a preliminary injunction in a patent infringement case are time-consuming to prepare and the proceedings also take considerable time unless the fact of the infringement is clearly proved.

If a preliminary injunction is to be granted, the court usually orders a petitioner to deposit a bond prior to grant the injunction, which is expected to compensate the damage incurred by the respondent if the preliminary injunction is overruled later. The amount of the bond is decided on the basis of the foreseeable damages the respondent would suffer.

8.2 Ex Parte Relief

As mentioned in Section 8.3, a court must hold oral proceedings or interrogation of the respondent in order to grant a preliminary injunction, and an ex parte preliminary injunction is not available for patent infringement cases in principle.

8.3 Format of Preliminary Injunction Proceedings

A motion for preliminary injunction must be filed with a district court. As a preliminary injunction seeking to stop the manufacture or sale of a product affords substantially the same result as winning the main law suit, which would likely cause extremely severe damage to the respondent, oral proceedings or an interrogation of the respondent must be held by the judge at the court in principle. In practice, the courts usually hold an interrogation, but oral proceedings are rarely initiated.

In a preliminary injunction case, the judge calls in counsel for both the petitioner and respondent about once every month or three weeks.  If the main law suit and the motion for preliminary injunction are filed jointly, it may happen that the preliminary injunction case is heard parallel to the main law suit.

Preliminary injunction cases are heard by a panel of three judges.

8.4 Issue of Patent Validity in Preliminary Injunction Proceedings

The respondent can raise an invalidity defense against the patent at issue in preliminary injunction proceedings, as in the main law suit.

8.5 Documents, Affidavits, Witnesses, and/or (Court-Appointed or Private) Experts in Preliminary Injunction Proceedings

The evidence submitted in a preliminary injunction case is limited to that which can be examined immediately.  Therefore, in general, witness testimony or appraisal procedures are almost never conducted in such case.  Instead, the written affidavits of witnesses or experts will be used as evidence.
8.6 Level of Proof required for establishment of Infringement or Invalidity in Preliminary Injunction Proceedings

The level of proof is, unlike in the main law suits, prima facie.

8.7 Timeframe for Preliminary Injunction Proceedings

Preliminary injunction proceedings at the Seoul Central District Court typically last two to three months.

8.8 Necessity of Commencement of Main Proceedings for Confirmation of Preliminary Injunction

When a preliminary injunction is granted prior to commencement of the main law suit, the court must, upon application by the respondent, order the petitioner to file the main law suit and submit a document showing such filing within a term designated by the court. If there is a failure to comply with this court order, the order granting the preliminary injunction must be vacated upon application of the respondent.

However, if the respondent does not petition the court to render such an order, the main proceedings will not be started.

9. APPEAL

9.1 Available Avenues of Appeal

9.1.1 Main Proceedings
The losing party in district court cases may file an appeal with the high courts within two weeks of the day of service of the judgment on the appellant.  Because high courts are still courts conducting fact-finding proceedings, the grounds for an appeal may be not only errors in the application of law in the judgment but errors in the finding of facts.  Cases in the high courts are heard by a panel of three judges.

The losing party in a high court case may file an appeal with the Supreme Court within two weeks of the day of service of the judgment on the appellant.  Because the Supreme Court is a court ruling on matters of law and is bound by the facts found at the high courts, the grounds for an appeal are limited to a violation of the law in the high court judgment or substantial illegalities of procedure in the high court.

9.1.2 Preliminary Injunction Proceedings

When a preliminary injunction is granted, the respondent may file an objection with the district court which granted it.  Upon hearing both parties, the same court must approve, change or repeal the original order.

When a petition for preliminary injunction is dismissed or granted by a district court, the petitioner or the respondent may file an appeal with a high court within one week of the day of service of the decision on the petitioner.  When the petitioner’s or the respondent’s appeal is dismissed by a high court, the petitioner or the respondent may file an appeal with the Supreme Court within one week of the day of service of the decision on the petitioner or the respondent.












� by Young-chol Kim, Sun-young Kim and James H. Kim. They are partners of Kim, Choi & Lim in Seoul, Korea


� Patent Act, Article 26


� Reportedly, the Seoul Central District Court has handled about 80% of patent infringement cases in Korea.


� Patent Act, Article 94


� Patent Act, Article 2(3)


� Patent Act, Article 97


� The Supreme Court decision is silent on the issue of whether it should be determined as of the time of the filing or whether it should be determined as of the time of the infringement.  However, the prevailing view seems to be that it should be determined as of the time of the infringement.


� Patent Act , Article 133(1)


� Patent Act, Article 136


� Patent Act, Art 133-2


� Patent Act, Article 228


� Patent Act, Article 127


� Patent Act, Article 225


� Patent Act, Article 230


� Sometimes, a judge is included in the members of the committee.


� Act for Conciliation of Civil Affairs, Article 29


� Arbitration Act, Article 37


� CCP, Article 375


� Patent Act, Article 132


� CCP, Article 294


� Patent Act, Article 130


� Patent Act, Article 128, Paragraph 1


� Patent Act, Article 128, Paragraph 2


� Patent Act, Article 128 (3)


� Patent Act, Article 128 (5)


� Civil Enforcement Act, Article 300(2)
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